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Applicant requests review of the final rejection in the above-identified application. No amendments are being filed 
with this request. 



This request is being filed with a notice of appeal. 



The review is requested for the reason(s) stated on the attached sheet(s). 
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PRE-APPEAL BRIEF REQUEST FOR REVIEW 



Sir: 

In a final Office Action mailed September 16, 2005, the Examiner has rejected 
claims 23, 25-26, 28-30, 32-33 and 35-36 under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-4 of U.S. 
Patent No. 5,604,737. This is the only grounds of rejection contained in the final 
rejection. Since Applicants believe that there is a clear deficiency in the prima facie 
case in support of the Examiner's rejection, this request is being filed in order to avoid 
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the lengthy appeal process. The following is an explanation of Applicants' position that 

the Examiner's rejection is clearly deficient. 

In the Office Action on page 8, numbered paragraph 3, the Examiner states that 

Applicant traverses this rejection on the ground that the claims of the patent do not 

teach a first unit and a second unit. The Examiner then states that he is interpreting 

the means for transmitting as the second unit and the means for receiving as the first 

unit, in claim 1 of U.S. Patent No. 5,604,737 (the 737 patent). Applicants wish to 

clarify that the double patenting rejection was traversed by the following statements 

contained on page 9 of the response filed June 27, 2005, under the "Double Patenting 

Rejection" section. In particular. Applicants stated the following: 

The pending claims, as amended, are directed to a communications 
server having structural and functional limitations that are not obvious in 
view of the claims of U.S. Patent No. 5,604,737. This functional 
language describes the elements that perform a process between the 
communication terminal and the telephone, particularly for the 
communications started by the communication terminal (first terminal) to 
call the telephone (second terminal), as shown in Fig. 1 1 . As such, it is 
submitted that the double patenting rejection has been overcome. 

Additional arguments were presented in the paragraph bridging pages 9 and 10 
of the response filed June 27, 2005. These arguments are incorporated by reference. 

Further to the arguments presented above. Applicants provide the following 
arguments as to why the double patenting rejection cannot be supported by the facts. 
Claims 1-4 of the '737 patent recite elements of a voice communication system but do 
not recite the functionality of the communication server now being recited. The 
pending claims are directed to the elements that accomplish the procedure of calling 
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from a communication terminal to a telephone as shown in Figure 1 1 , for example. In 
particular, the claims describe a communication server that performs communication 
between a first terminal (communication terminal) and a second terminal (telephone). 

In this regard, claim 23 clearly sets forth that the communication server has a 
first interface that inputs and outputs packet information and a second interface that 
inputs and outputs non-packet information. In response to receiving a communication 
request at a first unit of the communication server, a second unit transmits a call 
setting request to the second terminal. A third unit of the communication server 
receives a call setting response and a fourth unit transmits a packetized 
communication accepting response to the first terminal. Finally, a fifth unit establishes 
communication between the first terminal and the second terminal after the fourth unit 
has transmitted the packetized communication accepting response. Claim 30 
contains similar limitations to the ones mentioned above with respect to claim 23. 

Claims 1-4 of the 737 patent fail to disclose the features specifically claimed 
and recited above. Furthermore, not only has the Examiner failed to disclose where 
the limitations of the present claims are found in the claims of the 737 patent, the 
Examiner has also failed to point out why such omissions in the patent would be 
obvious. In short, Applicants do not believe that the Examiner has made a proper 
comparison of the pending claims with the claims of the 737 patent in order to support 
a prima facie case for unpatentability based upon double patenting. Therefore, it is 
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requested that prosecution on the merits be reopened and an appropriate office 
communication presented in due course. 

Respectfully submitted, 

MATTINGLY, STANGER. MALUR & BRUNDIDGE, P.C. 
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December 28, 2005 



